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DETAILED ACTION 

The Examiner acknowledges the applicant's remarks and arguments of August 5, 
2008 made to the office action filed February 6, 2008. Claims 1 and 3-20 are pending. 
The claims have not been amended. 

For the reasons in the previous office action and below, the Applicant's 
arguments of the 35 U.S.C. 103(a) of claims 1, 3, 5, 13 and 16-19 as being 
unpatentable over Abe et al in view of Shimada et al., was found not persuasive, and 
thus upheld. 

For the reasons in the previous office action and below, the Applicant's 
arguments of the 35 U.S.C. 103(a) of claim 4 as being unpatentable over Abe et al (JP 
60-161911) in view of Shimada et al. as applied to claims 1, 3, 5, 13 and 16-19 above, 
and further in view of to Abe et al. (JP 05-051314), was found not persuasive, and thus 
upheld. 

For the reasons in the previous office action and below, the Applicant's 
arguments of the 35 U.S.C. 103(a) of claims 6-9 and 14-15 as being unpatentable over 
Abe et al (JP 60-161911) in view of Shimada et al. as applied to claims 1, 3, 5, 13 and 
16-19 above, and further in view of Bernstein, was found not persuasive, and thus 
upheld. 
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For the reasons in the previous office action and below, the Applicant's 
arguments of the 35 U.S.C. 103(a) of claim 10 as being unpatentable over Abe et al (JP 
60-161911) in view of Shimada et al. as applied to claims 1, 3, 5, 13 and 16-19 above, 
and further in view of Kitada et al., was found not persuasive, and thus upheld. 

For the reasons in the previous office action and below, the Applicant's 
arguments of the 35 U.S.C. 1 03(a) of claim 1 1 as being unpatentable over Abe et al (JP 
60-161911) in view of Shimada et al. as applied to claims 1, 3, 5, 13 and 16-19 above, 
and further in view of Takahashi et al., was found not persuasive, and thus upheld. 

For the reasons in the previous office action and below, the Applicant's 
arguments of the 35 U.S.C. 103(a) of claim 12 as being unpatentable over Abe et al (JP 
60-161911) in view of Shimada et al. as applied to claims 1, 3, 5, 13 and 16-19 above, 
and further in view of Kitada et al. and Takahashi et al., was found not persuasive, and 
thus upheld. 

For the reasons in the previous office action and below, the Applicant's 
arguments of the 35 U.S.C. 103(a) of claim 20 as being unpatentable over Abe et al (JP 
60-161911) in view of Shimada et al. as applied to claims 1, 3, 5, 13 and 16-19 above, 
and further in view of Bernstein, as applied to claims 6-9 and 14-15 above, and further 
in view Kitada et al, and Takahashi et al, was found not persuasive, and thus upheld. 
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All of the previous 35 U.S.C. 103(a) rejections are made below for Applicant's 
convenience. 

Applicant's arguments are addressed below. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

(1) Claims 1, 3, 5, 13 and 16-19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Abe et al (JP Publication No. 60-161911, English abstract), in 
view of Shimada et al (JP Publication No. 59-013708). 

Abe et al. teaches a cosmetic for improving dried skin, preventing aging of skin, 
providing skin with wetting characteristics, softness and luster by promoting the water 



Application/Control Number: Page 5 

09/773,351 

Art Unit: 1617 

retention function of skin, the composition containing cholesteryl sulfate (cholesterol 
sulfate) and/or its salt (see abstract, in particular.) Abe et al. teaches the cholesterol 
sulfate or salt thereof can be provided in an amount of from 0.1 to 5 wt% (see abstract, 
in particular), and thus teaches an amount that meets the range limitation of claims 1 
and 13. As Abe et al. teaches the composition is a cosmetic, it is considered that Abe 
et al. teaches the composition having a cosmetically or pharmaceutically acceptable 
vehicle, as recited in claims 1 and 13. 

Abe et al. does not specifically teach that the composition contains an exfoliant 
as in claim 1 , such as an amino sugar as in claim 5 or 1 3. 

Shimada et al. teaches that cosmetic compositions can containing N-acetylamino 
sugars or their salts to give smoothness and moist feeling to skin, the amino sugars 
having an emollient effect, a skin activating effect, and being capable of giving smooth 
feeling, springiness and luster to the skin (see abstract, in particular.) Shimada et al. 
teaches that the amino sugars can be N-acetyl-D-glucosamine, N-acetyl-D- 
galactosamine, and others (see abstract, in particular), and thus teaches the "exfoliant" 
as recited in claims 1 and 5, and the amino sugar as in claim 13. Shimada et al. also 
teaches that the N-acetyl amino sugars can be provided in an amount of from 0.1 to 5% 
by weight of the composition (see abstract, in particular), which is an amount that meets 
the range limitation as recited in claims 1 and 13. 
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Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the N-acetylamino sugars of 
Shimada et al. in the cholesterol sulfate-containing composition of Abe et al, because 
Abe et al. teaches that the cholesterol sulfate composition improves dry skin and wets 
skin to promote softness and luster of skin, whereas Shimada et al. teaches that the N- 
acetylamino sugars give smoothness and moistness to skin to improve the feeling and 
luster of skin. Thus, one of ordinary skill in the art would have found it obvious to 
provide the N-acetylamino sugars in the composition of Abe et al. with the expectation 
of providing an ingredient suitable for moisturizing an improving the luster of skin. Note 
it is considered that "[l]t is prima facie obvious to combine two compositions each of 
which is taught by the prior art to be useful for the same purpose, in order to form a third 
composition to be used for the very same purpose.... [T]he idea of combining them 
flows logically from their having been individually taught in the prior art." In re 
Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980.) Accordingly, 
claims 1 and 13 are considered to be obvious over the teachings of Abe et al. and 
Shimada et al. 

Regarding claim 3, Abe et al. teaches that cholesterol sulfate and salts thereof 
can be suitably provided (see abstract, in particular), as discussed above. Regarding 
claim 5, Abe et al. teaches that the N-acetyl amino sugars as claimed can be provided 
(see abstract, in particular), as discussed above. 



Application/Control Number: Page 7 

09/773,351 

Art Unit: 1617 

Regarding the methods of claims 16 and 19, as Abe et al. and Shimada et al. 
teach applying the composition containing cholesterol sulfate and the amino sugar to 
skin, and teach that the composition is capable of improving the condition of skin, 
including enhancing water retention, preventing aging, and promoting softness and 
luster of skin, it is considered that the method of Abe et al. and Shimada et al. 
necessarily also improves or maintains a healthy skin barrier, as recited in claim 16, and 
necessarily also treats or reduces damage to the skin, where the damage is associated 
with a reduction or loss of skin barrier function, as recited in claim 19. Since the 
combined teachings of Abe et al. and Shimada et al. renders the claimed composition 
obvious, the property of such a claimed composition will also be rendered obvious by 
the prior art teachings, since the properties, namely the improvement or maintenance of 
a healthy skin barrier, or the treatment of reduction of damage to skin, are inseparable 
from its composition. Therefore, if the prior art teaches the composition or renders the 
composition obvious, then the properties are also taught or rendered obvious by the 
prior art. In re Spada, 911 F.2d 705, 709, 15 USPQ 1655, 1658 (Fed. Cir. 1990.) See 
MPEP 2112.01. The burden is shifted to Applicant to show that the prior art product 
does not possess or render obvious the same properties as the instantly claimed 
product. 

Regarding claims 17-18, Abe et al. teaches that the cholesterol sulfate can be 
provided in an amount of from 0.01 to 5%, preferably 0.05% to 3% (see abstract, in 
particular), and thus teaches a range that closely overlaps with those claimed. 
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Furthermore, it is considered that one of ordinary skill in the art at the time the invention 
was made would have found it obvious to vary and/or optimize the amount of the 
cholesterol sulfate provided in the composition, according to the guidance provided by 
Abe et al, to provide a composition having desired properties. It is noted that "[W]here 
the general conditions of a claim are disclosed in the prior art, it is not inventive to 
discover the optimum or workable ranges by routine experimentation." In re Aller, 220 
F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955.) 

(2) Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Abe 
et al (JP Publication No. 60-161911, English abstract, hereinafter Abe et al. '911), 
in view of Shimada et al (JP Publication No. 59-013708), as applied to claims 1, 3, 
5, 13 and 16-19 above, and further in view of Abe et al (JP 05-051314, hereinafter 
Abe etal. '314). 

Abe et al. '911 and Shimada et al. are applied as discussed above, and teach a 
cosmetic composition and method for improving skin by providing cholesterol sulfate or 
a salt thereof and an N-acetyl amino sugar. 

The references do not specifically teach that the salt of the cholesterol sulfate is 
potassium. 
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Abe et al. '314 teaches a cosmetic composition containing ginseng essence and 
a cholesterol sulfate derivative, such as cholesterol sulfate or its salt (see abstract, in 
particular.) Abe et al. '314 teaches that suitable salts of the cholesterol sulfate can 
include the sodium and potassium salts (see paragraphs 0017 and 0023 of machine 
translation, in particular.) Accordingly, Abe et al. '314 teaches that the potassium salt of 
cholesterol sulfate is suitable for cosmetic use. 

Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the potassium salt of 
cholesterol sulfate, as taught by Abe et al. '314 in the composition of Abe et al. '911 and 
Shimada et al, because Abe et al. '911 and Shimada teach that the cosmetic 
composition can contain cholesterol sulfate and salts thereof, whereas Abe et al. '314 
teaches that the potassium salt is a cosmetically acceptable salt form of cholesterol 
sulfate. Thus, one of ordinary skill in the art would have been motivated to provide the 
potassium salt form of the cholesterol sulfate of Abe et al. '91 1 and Shimada et al, with 
the expectation of success in providing a suitable salt form for the cosmetic 
composition. 

(3) Claims 6-9 and 14-15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over et al (JP Publication No. 60-161911, English abstract, 
hereinafter Abe et al. '911), in view of Shimada et al (JP Publication No. 59- 
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013708), as applied to claims 1, 3, 5, 13 and 16-19 above, and further in view of 
Bernstein (WO 90/01323). 

Abe et al. '911 and Shimada et al. are applied as discussed above, and teach a 
cosmetic composition and method for improving skin, including reducing aging of skin 
and enhancing the moisture retention and luster of skin, by providing cholesterol sulfate 
or a salt thereof and an N-acetyl amino sugar. 

Abe et al. '911 and Shimada et al. do not specifically teach that the composition 
contains a fatty acid, as recited for example in claims 6-7 and 14. Abe et al. '911 and 
Shimada et al. also do not specifically teach that the composition contains cholesterol, 
as recited for example in claim 8. 

Bernstein teaches a composition for treating dry skin that contains a lipid 
concentrate blended from a combination of three naturally-occurring lipid groups found 
in the stratum corneum (see abstract, in particular.) Bernstein teaches that the stratum 
corneum of the skin contains certain lipids that form a protective "water barrier", and that 
formulations composed of components of this water barrier can provide treatment of dry 
skin (see page 1, lines 19-30, in particular.) Bernstein teaches that the lipids can 
contain one or more of a fatty acids, such as arachidonic, linoleic, linolenic, palmitic, 
stearic, oleic and docosanoic acids, and sterols such as cholesterol and cholesterol 
sulfate (see page 2, lines 15-25 and claims 1-4, in particular), and thus teaches topically 
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providing the fatty acids as recited in claims 6-7 and 14, and the cholesterol as recited 
in claim 8. 



Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the fatty acids and/or 
cholesterol of Bernstein in the composition of Abe et al. '911 and Shimada et al, 
because Abe et al. '911 and Shimada et al. teach a composition for improving skin, 
including reducing aging of skin and enhancing the moisture retention and luster of skin, 
whereas Bernstein teaches that lipids such as fatty acids and cholesterol can be 
provided in a topical composition to improve the water barrier function of skin and treat 
skin dryness. Thus, one of ordinary skill in the art would have been motivated to 
provide the fatty acids and/or cholesterol in the skin improving/moisturizing composition 
of Abe et al. '911 and Shimada et al, with the expectation of providing ingredients 
suitable for relieving dry skin and enhancing the moisture retention of skin. Note it is 
considered that "[l]t is prima facie obvious to combine two compositions each of which is 
taught by the prior art to be useful for the same purpose, in order to form a third 
composition to be used for the very same purpose.... [T]he idea of combining them 
flows logically from their having been individually taught in the prior art." In re 
Kerkhoven, 626 F.2d 846, 850, 205 USPQ 1069, 1072 (CCPA 1980.) 
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Regarding claim 9, Bernstein teaches that suitable lipids can be selected from 
one or more of fatty acids such a linoleic acid and cholesterol, as discussed above, and 
thus renders the claim obvious. 

Regarding claim 15, Bernstein teaches that a concentrate of the lipids can 
contain from 25 to 75% of fatty acids, such as linoleic acid, and 10 to 40% of sterols and 
sterol esters, such as cholesterol (see page 2, lines 15-35, in particular), and teaches 
that the concentrate can be formulated into topical compositions in a concentration 
ranging from about 1% to about 50% (see page 2, lines 30-35), and thus teaches a 
range that overlaps with that in the claims. Furthermore, it is considered that one of 
ordinary skill in the art at the time the invention was made would have found it obvious 
to vary and/or optimize the amount of fatty acids such as linoleic acid and/ or cholesterol 
provided in the composition, according to the guidance provided by Abe et al. '911, 
Shimada et al. and Bernstein, to provide a composition having desired properties, such 
as desired moisturization and dry skin treatment properties. It is noted that "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955.) 

(4) Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over et al 
(JP Publication No. 60-161911, English abstract, hereinafter Abe et al. '911), in 
view of Shimada et al (JP Publication No. 59-013708), as applied to claims 1, 3, 5, 
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13 and 16-19 above, and further in view of Kitada et al (JP Publication No. 10- 
017458). 

Abe et al. '911 and Shimada et al. are applied as discussed above, and teach a 
cosmetic composition and method for improving skin, including reducing aging of skin 
and enhancing the moisture retention and luster of skin, by providing cholesterol sulfate 
or a salt thereof and an N-acetyl amino sugar. 

The references do not specifically teach providing sclareolide in the composition. 

Kitada et al. teaches that an essence of plant can be added to a cosmetic 
composition to provide a composition that improves the uniformity of skin and prevent 
skin darkness caused by aging (see abstract, in particular.) Kitada et al. teaches that 
the plant essence may be from Salvia officinalis L, and may include the plant itself, its 
processed product and/or solvent extract, or solvent-removed extract from drying, 
grinding, finely cutting, etc, a part or all parts of the plant (see abstract, in particular.) 
The Examiner notes that Applicants disclose in their specification that Salvia officinalis 
L. is a source of sclareolide (see page 6, final full paragraph), and thus it is considered 
that Kitada et al. teaches providing sclareolide in the form of a plant essence into a 
cosmetic composition. 
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Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the sclareolide of Kitada et 
al. in the cosmetic composition of Abe et al. '911 and Shimada et al, because Abe et al. 
'911 and Shimada et al. teach the composition is suitable for improving the condition of 
skin, such as reducing aging of skin, and Kitada et al. teaches that plant essences such 
Salvia officinalis L, which contains sclareolide, can be provided in cosmetic 
compositions to provide skin benefits such as improved skin uniformity and reduced 
appearance of aging. Thus, one of ordinary skill in the art would have been motivated 
to provide the sclareolide in the composition of Abe et al. '911 and Shimada et al, with 
the expectation of providing a component capable of imparting skin benefit effects to the 
composition, such as skin uniformity and anti-aging effects. 

(5) Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over et al 
(JP Publication No. 60-161911, English abstract, hereinafter Abe et al. '911), in 
view of Shimada et al (JP Publication No. 59-013708), as applied to claims 1, 3, 5, 
13 and 16-19 above, and further in view of Takahashi et al (JP 06-263627). 

Abe et al. '911 and Shimada et al. are applied as discussed above, and teach a 
cosmetic composition and method for improving skin, including reducing aging of skin 
and enhancing the moisture retention and luster of skin, by providing cholesterol sulfate 
or a salt thereof and an N-acetyl amino sugar. 
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The references do not specifically teach providing the protease inhibitors such as 
white birch extract in the composition, as recited in claim 1 1 . 

Takahashi et al. teaches that a cosmetic for preventing the aging of skin, and that 
can improve the corneum and impart skin-beautifying effects, among other benefits, 
contains an extract of a plant belonging to the genus Betula or Alnus of Betulaceae, 
such as Betula platyphylla (white birch) (see abstract, in particular.) 

Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the white birch extract of 
Takahashi et al. in the cosmetic composition of Abe et al. '911 and Shimada et al, 
because Abe et al. '911 and Shimada et al. teach the composition is suitable for 
improving the condition of skin, such as reducing aging of skin, and Takahashi et al. 
teaches that white birch extract, can be provided in cosmetic compositions to provide 
skin benefits such as reduced appearance of aging and skin beautifying effects. Thus, 
one of ordinary skill in the art would have been motivated to provide the white birch 
extract in the composition of Abe et al. '911 and Shimada et al, with the expectation of 
providing a component capable of imparting skin benefit effects to the composition, 
such as anti-aging effects and skin-beautifying effects. 

(6) Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over et al 
(JP Publication No. 60-161911, English abstract, hereinafter Abe et al. '911), in 
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view of Shimada et al (JP Publication No. 59-013708), as applied to claims 1, 3, 5, 
13 and 16-19 above, and further in view of Kitada et al (JP Publication No. 10- 
017458) and Takahashi et al (JP 06-263627). 

Abe et al. '911 and Shimada et al. are applied as discussed above, and teach a 
cosmetic composition and method for improving skin, including reducing aging of skin 
and enhancing the moisture retention and luster of skin, by providing cholesterol sulfate 
or a salt thereof and an N-acetyl amino sugar. 

The references do not specifically teach providing sclareolide and white birch 
extract in the composition, as recited in claim 12. 

Kitada et al. teaches that an essence of plant can be added to a cosmetic 
composition to provide a composition that improves the uniformity of skin and prevent 
skin darkness caused by aging (see abstract, in particular.) Kitada et al. teaches that 
the plant essence may be from Salvia officinalis L, and may include the plant itself, its 
processed product and/or solvent extract, or solvent-removed extract from drying, 
grinding, finely cutting, etc, a part or all parts of the plant (see abstract, in particular.) 
The Examiner notes that Applicants disclose in their specification that Salvia officinalis 
L. is a source of sclareolide (see page 6, final full paragraph), and thus it is considered 
that Kitada et al. teaches providing sclareolide in the form of a plant essence into a 
cosmetic composition. 
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Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the sclareolide of Kitada et 
al. in the cosmetic composition of Abe et al. '911 and Shimada et al, because Abe et al. 
'911 and Shimada et al. teach the composition is suitable for improving the condition of 
skin, such as reducing aging of skin, and Kitada et al. teaches that plant essences such 
Salvia officinalis L, which contains sclareolide, can be provided in cosmetic 
compositions to provide skin benefits such as improved skin uniformity and reduced 
appearance of aging. Thus, one of ordinary skill in the art would have been motivated 
to provide the sclareolide in the composition of Abe et al. '911 and Shimada et al, with 
the expectation of providing a component capable of imparting skin benefit effects to the 
composition, such as skin uniformity and anti-aging effects. 

Abe et al. '911, Shimada et al. and Kitada et al. do not specifically teach 
providing white birch extract in the composition. 

Takahashi et al. teaches that a cosmetic for preventing the aging of skin, and that 
can improve the corneum and impart skin-beautifying effects, among other benefits, 
contains an extract of a plant belonging to the genus Betula or Alnus of Betulaceae, 
such as Betula platyphylla (white birch) (see abstract, in particular.) 
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Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the white birch extract of 
Takahashi et al. in the cosmetic composition of Abe et al. '911, Shimada et al. and 
Kitada et al, because Abe et al. '911, Shimada et al. and Kitada et al. teach the 
composition is suitable for improving the condition of skin, such as reducing aging of 
skin, and Takahashi et al. teaches that white birch extract, can be provided in cosmetic 
compositions to provide skin benefits such as reduced appearance of aging and skin 
beautifying effects. Thus, one of ordinary skill in the art would have been motivated to 
provide the white birch extract in the composition of Abe et al. '911, Shimada et al. and 
Kitada et al, with the expectation of providing a component capable of imparting skin 
benefit effects to the composition, such as anti-aging effects and skin-beautifying 
effects. Accordingly, claim 12 is obvious over the teachings of the references. 

(7) Claim 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over et al 
(JP Publication No. 60-161911, English abstract, hereinafter Abe et al. '911), in 
view of Shimada et al (JP Publication No. 59-013708), as applied to claims 1, 3, 5, 
13 and 16-19 above, and further in view of Bernstein (WO 90/01323), as applied to 
claims 6-9 and 14-15 above, and further in view of Kitada et al (JP Publication No. 
10-017458) and Takahashi et al (JP 06-263627). 

Abe et al. '911, Shimada et al. and Bernstein are applied as discussed above, 
and teach a cosmetic composition and method for improving skin, including reducing 



Application/Control Number: Page 19 

09/773,351 

Art Unit: 1617 

aging of skin and enhancing the moisture retention and luster of skin, by providing 
cholesterol sulfate or a salt thereof and an N-acetyl amino sugar. The references also 
teach that the composition can contain cholesterol and linoleic acid. 

The references do not specifically teach providing sclareolide and white birch 
extract in the composition, as recited in claim 20. 

Kitada et al. teaches that an essence of plant can be added to a cosmetic 
composition to provide a composition that improves the uniformity of skin and prevent 
skin darkness caused by aging (see abstract, in particular.) Kitada et al. teaches that 
the plant essence may be from Salvia officinalis L, and may include the plant itself, its 
processed product and/or solvent extract, or solvent-removed extract from drying, 
grinding, finely cutting, etc, a part or all parts of the plant (see abstract, in particular.) 
The Examiner notes that Applicants disclose in their specification that Salvia officinalis 
L. is a source of sclareolide (see page 6, final full paragraph), and thus it is considered 
that Kitada et al. teaches providing sclareolide in the form of a plant essence into a 
cosmetic composition. 

Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the sclareolide of Kitada et 
al. in the cosmetic composition of Abe et al. '911, Shimada et al. and Bernstein, 
because Abe et al. '91 1, Shimada et al. and Bernstein teach the composition is suitable 
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for improving the condition of skin, such as reducing aging of skin, and Kitada et al. 
teaches that plant essences such Salvia officinalis L, which contains sclareolide, can be 
provided in cosmetic compositions to provide skin benefits such as improved skin 
uniformity and reduced appearance of aging. Thus, one of ordinary skill in the art would 
have been motivated to provide the sclareolide in the composition of Abe et al. '911, 
Shimada et al. and Bernstein, with the expectation of providing a component capable of 
imparting skin benefit effects to the composition, such as skin uniformity and anti-aging 
effects. 

Abe et al. '911, Shimada et al, Bernstein and Kitada et al. do not specifically 
teach providing white birch extract in the composition. 

Takahashi et al. teaches that a cosmetic for preventing the aging of skin, and that 
can improve the corneum and impart skin-beautifying effects, among other benefits, 
contains an extract of a plant belonging to the genus Betula or Alnus of Betulaceae, 
such as Betula platyphylla (white birch) (see abstract, in particular.) 

Accordingly, it is considered that one of ordinary skill in the art at the time the 
invention was made would have found it obvious to provide the white birch extract of 
Takahashi et al. in the cosmetic composition of Abe et al. '911, Shimada et al, Bernstein 
and Kitada et al, because Abe et al. '911, Shimada et al, Bernstein and Kitada et al. 
teach the composition is suitable for improving the condition of skin, such as reducing 
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aging of skin, and Takahashi et al. teaches that white birch extract, can be provided in 
cosmetic compositions to provide skin benefits such as reduced appearance of aging 
and skin beautifying effects. Thus, one of ordinary skill in the art would have been 
motivated to provide the white birch extract in the composition of Abe et al. '911, 
Shimada et al, Bernstein and Kitada et al, with the expectation of providing a 
component capable of imparting skin benefit effects to the composition, such as anti- 
aging effects and skin-beautifying effects. Accordingly, the combination of these 
ingredients as recited in claim 20 is considered to be obvious over the teachings of the 
references. 

Regarding the specific amount of each component, as recited in claim 20, it is 
noted that Abe et al. '911 teaches that the cholesterol sulfate or salt thereof can be 
provided in an amount of from 0.1 to 5 wt% (see abstract, in particular), and Shimada et 
al. teaches that the N-acetyl amino sugars can be provided in an amount of from 0.1 to 
5% by weight of the composition (see abstract, in particular), which are amounts that 
closely overlap with the range limitations of claim 20. Bernstein teaches that a 
concentrate of the lipids can contain from 25 to 75% of fatty acids, such as linoleic acid, 
and 10 to 40% of sterols and sterol esters, such as cholesterol (see page 2, lines 15-35, 
in particular), and teaches that the concentrate can be formulated into topical 
compositions in a concentration ranging from about 1% to about 50% (see page 2, lines 
30-35), and thus teaches a range that overlaps with that in the claims. Kitada et al. 
teaches that the Salvia officinalis L. essence can be provided in a cosmetic in an 
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amount of from 0.001-10 wt% (see abstract, in particular), and Takahashi et al. teaches 
that the white birch extract can be provided in an amount of fro 0.001 to 2 wt% (see 
abstract, in particular), and thus teach ranges that closely overlap with those claimed. 
Furthermore, it is considered that one of ordinary skill in the art at the time the invention 
was made would have found it obvious to vary and/or optimize the amount of 
cholesterol sulfate and/or salt thereof, N-acetyl-D-glucosamine, cholesterol, linoleic 
acid, sclareolide and white birch extract provided in the composition, according to the 
guidance provided by Abe et al. '911, Shimada et al, Bernstein, Kitada et al. and 
Takahashi et al, to provide a composition having desired properties, such as desired 
skin moisturizing, anti-aging, and skin benefit effects. It is noted that "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover 
the optimum or workable ranges by routine experimentation." In re Aller, 220 F.2d 454, 
456, 105 USPQ 233, 235 (CCPA 1955.) 

Response to Arguments 

Applicant's arguments with respect to the rejection of the claims have been 
considered and are not found persuasive. 



Claims 1, 3, 5, 13 and 16-19 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over Abe '9111 in view of Shimada et al. 
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The Applicant argues that the Examiner must consider what the prior art as a 
whole would have suggest to one skilled in the art. Particularly, cholesterol 
sulfate retards desquamation, while amino sugars desquamate the skin. A 
person ordinarily skilled in the art would expect the impacts of these two 
components of opposite functions to cancel each other out when they are 
combined. The Applicant has submitted new art taught by Sato et al. (J 
Invest Dermatol, 1998, vol. 111, pp. 189-193) and Mammone (WO 00/67722), 
which are both published before the filed invention to demonstrate that it is 
known in the art that cholesterol sulfate and amino sugars have totally 
different and opposite mechanisms. Thus, the totality of the prior art 
disclosure as described not only fails to teach or suggest, but actually leads 
away from, combination of cholesterol sulfate or a salt thereof and exfoliants 
such as N-acetylamino sugars. 



The Examiner disagrees because Abe'911 and Shimada teach the same result 
(i.e. maintaining healthy skin barrier and reducing damage to the skin). Accordingly, it is 
considered that one of ordinary skill in the art at the time the invention was made would 
have found it obvious to provide the N-acetylamino sugars of Shimada et al. in the 
cholesterol sulfate-containing composition of Abe et al, because Abe et al. teaches that 
the cholesterol sulfate composition improves dry skin and wets skin to promote softness 
and luster of skin, whereas Shimada et al. teaches that the N-acetylamino sugars give 
smoothness and moistness to skin to improve the feeling and luster of skin. Thus, one 
of ordinary skill in the art would have found it obvious to provide the N-acetylamino 
sugars in the composition of Abe et al. with the expectation of providing an ingredient 
suitable for moisturizing an improving the luster of skin. In regards to the different and 
opposite mechanisms of cholesterol sulfate and N-acetylamino sugars, these findings 
do not discourage one skilled in the art to combine. Particularly, cholesterol sulfate 
does not completely inhibit desquamation, but retards desquamation. Therefore, there 
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is formation dead skin that an exfoliant would be useful to remove the dead skin that is 
formed to give further smoothness and moistness to the skin. Thus, the two 
components can work together versus working against each other. 



Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KENDRA D. CARTER whose telephone number is 
(571)272-9034. The examiner can normally be reached on 7:30 am - 4:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan can be reached on (571) 272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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